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DETAILED ACTION 
Response to Amendment 

1 . Acknowledgement is made of the amendments filed by the applicant on 5/6/2005 
and 8/9/2005, in which the specification of the instant application was amended, a 
substitute abstract of the disclosure was submitted, one (1 ) replacement sheet of 
drawings was submitted, Claims 20, 21 , and 23 - 26 were amended, Claim 22 was 
canceled, and Claims 27 and 28 were added. Claims 20, 21, and 23 - 28 are 
currently pending in U.S. Application Serial No. 10/774,801, and an Office action on 
the merits follows. 

Drawings 

2. The one (1 ) replacement sheet of drawings filed on 5/6/2005 is approved by the 
examiner. As such, the objection to the drawings set forth in paragraph 4 of the 
previous Office action (i.e., the non-final Office action mailed on 1 1/4/2004) is 
withdrawn . 

Specification 

3. The objections to the specification, including the abstract of the disclosure, set forth 
in paragraphs 5 and 6 of the previous Office action, are withdrawn in light of the 
applicant's amendment to capitalize the trademark ORMA and submission of an 
acceptable single paragraph abstract. 
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Claim Objections 

4. The objection to Claims 21-26 set forth in paragraph 7 of the previous Office action 
is withdrawn in light of the applicant's amendment to correct the spelling of the word 
"ophthalmic". 

Claim Rejections - 35 USC §112 

5. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

6. The rejection of Claims 23 - 25 under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter 
which applicant regards as the invention, set forth in paragraph 10 of the previous 
Office action, is withdrawn in light of the applicant's amendment to clarify the 
antecedent basis issue raised by the examiner. 

Claim Observations 

7. Regarding Claims 24 and 26, the examiner has reasonably interpreted the features 
associated with the term "preferably" in each of the claims to be exemplary, not 
limiting. 

8. Independent Claim 20, from which Claims 21 and 23 - 28 depend, has been 
amended by the applicant to require that the impregnatable thin film be produced 
from a polymer material obtained from a latex and have a thickness of less than 5 
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microns. As such, the 35 U.S.C. 102 rejections based on Chen et al. (see paragraph 
15 of the previous Office action), Welch et al. (see paragraph 17 of the previous 
Office action), and Goepfert et al. (see paragraph 19 of the previous Office action) 
are withdrawn because the film thickness values taught by each of the references 
(10 to 75 microns in Chen et al., 5 to 100 microns in Welch et al., and 450 microns in 
Goepfert et al.) fall outside of the applicant's claimed range of film thicknesses. 

Claim Rejections - 35 USC § 102 

9. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form 
the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

10. Claims 20, 21, and 23-28 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Parker et al. (USPN 5,770,259) for the reasons set forth in paragraph 
21 of the previous Office action and below. 

1 1 . Regarding amended independent Claim 20 and new Claim 28, Parker et al. also 
teaches that the polymeric thin film has a thickness of, for example, 1 micron (Col .5, 
line 67 - Col.6, line 3), which falls within the applicant's claimed range of less than 5 
microns (Claim 20), particularly from 0.5 to 2 microns (Claim 28). 
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12. Claims 20, 23 - 25, 27, and 28 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Guest et al. (USPN 5,013,608) for the reasons set forth in paragraph 
23 of the previous Office action and below. 

1 3. Regarding amended independent Claim 20 and new Claim 28, Guest et al. also 
teaches that the thin film produced from a polymer material has a thickness of less 
than about 10 microns, for example 1 micron (Col.9, line 59 - Col. 10, line 22), which 
falls within the applicant's claimed range of less than 5 microns (Claim 20), 
particularly from 0.5 to 2 microns (Claim 28). 

14. Claims 20 and 23 - 27 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Maisonnier et al. (WO 00/50533 A1). Please note that this document is in the French 
language. Therefore, US 2002/0128339 A1, which is an English language 
publication of the continuation of WO 00/50533 A1, is being used as an effective 
English language translation. 

15. Regarding independent Claim 20, Maisonnier et al. teaches an ophthalmic lens 
comprising an optically transparent substrate (Abstract, paragraphs [0085] - [0091]), 
wherein the substrate is coated, on at least one face, with an optically transparent 
impregnatable thin film adhering to the substrate and produced from a polymer 
material obtained from a latex (paragraphs [0001], [0025] - [0035], and [0078] - 
[0086]), the film having a thickness of less than 5 microns (paragraph [0084]) and 
comprising an "impregnation composition" (paragraphs [0028], [0035], and [0051] - 
[0076], which shows that the film contains various dyes and agents and a dilution 
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medium such as water, or in other words, an "impregnation composition"). 
Regarding Claims 23, 25, and 27, Maisonnier et al. teaches that the film contains 
various dyes and agents and a dilution medium such as water (paragraphs [0028], 
[0035], and [0051] - [0076]). Regarding Claim 24, the film of Maisonnier et al. 
comprises various components that are reasonably considered to be "an agent for 
retaining the additive" (paragraphs [0043], [0047], [0048]). Regarding Claim 26, the 
film of Maissonier et al. is coated with an anti-scratch coating (paragraphs [0092] - 
[0094]). 

Claim Rejections - 35 USC § 103 

16. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

17. This application currently names joint inventors. In considering patentability of the 
claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of the 
various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the 
obligation under 37 CFR 1 .56 to point out the inventor and invention dates of each 
claim that was not commonly owned at the time a later invention was made in order 
for the examiner to consider the applicability of 35 U.S.C. 103(c) and potential 35 
U.S.C. 102(e), (f) or (g) prior art under 35 U.S.C. 103(a). 
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18. Claims 20, 21, and 23 - 27 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Welch et al. (US 2002/0009599 A1). 

1 9. Specifically, Welch et al. teaches all the limitations of Claims 20, 21 , and 23 - 27 as 
set forth in paragraph 17 of the previous Office action, except for a film thickness of 
less than 5 microns. However, the range of film thicknesses taught by Welch et al. 
(e.g., 5 to 200 microns, preferably 5 to 100 microns) (paragraph [0067]) 
infinitesimally approaches the range of film thicknesses claimed by the applicant 
(less than 5 microns). Therefore, it would have been obvious to one of ordinary skill 
in the art to form the film of Welch et al. to have a thickness just slightly less than 5 
microns with the reasonable expectation of success and obtaining similar results 
(i.e., producing a photochromic polyurethane coating having a sufficient quantity 
photochromic compounds, regardless of whether the coating thickness is 5 microns 
(as taught by Welch et al.) or slightly less than 5 microns (e.g., 4.999 microns)). 
Please note that a prima facie case of obviousness exists where the claimed ranges 
and prior art ranges do not overlap but are close enough that one skilled in the art 
would have expected them to have the same properties (Titanium Metals Corp. of 
America v. Banner, 778 F.2d 775, 227 USPQ 773 (Fed. Cir. 1985)). In this case, one 
skilled in the art would have reasonably expected a coating having a thickness of 5 
microns, a value outside the claimed range but taught by Welch et al., to have the 
same properties as a coating having a thickness of 4.999 microns, a value within the 
claimed range. 
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20.Claims 20, 21, and 23-28 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Farber et al. (USPN 5,316,791) in view of Parker et al. (USPN 
5,770,259) and Goepfert et al. (USPN 4,454,170) for the reasons set forth in 
paragraph 27 of the previous Office action and below. 

21 .Regarding amended independent Claim 20 and new Claim 28, the aforementioned 
combination of references also teaches that the thin film produced from the polymer 
material has a thickness of, for example, about 2 microns (Col.5, lines 39-50 of 
Farber et al.), which falls within the applicant's claimed range of less than 5 microns 
(Claim 20), particularly from 0.5 to 2 microns (Claim 28). 

Response to Arguments 

22. Applicant's arguments filed on 5/6/2005 have been fully considered but they are not 
persuasive. 

23. Regarding the rejections based on Welch et al., the applicant argues that Welch et 
al. discloses direct production for forming a polyurethane coating, and there is no 
disclosure in this reference to form a polyurethane coating from a polyurethane 
latex. Additionally, the applicant argues that Welch et al. only incidentally mentions 
impregnating the cured coating with a photochromic impregnation composition and 
does not disclose an impregnation composition comprising a dispersion of a dyeing 
additive in a diluting medium (e.g., an impregnation composition for an already 
formed coating). 
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24. In response, these arguments are not convincing. To begin, the examiner notes that 
the patentability of a product does not depend on its method of production. If the 
product is the same as or obvious from a product of the prior art, the claim is 
unpatentable even though the prior product was made by a different process (In re 
Thorpe, 777 F.2d 695, 698, 227 USPQ 964, 966 (Fed. Cir. 1985)). In this case, the 
applicant's claims recite that the thin film is produced from a polymer material 
obtained from a latex, particularly a polyurethane latex. However, the end product of 
the applicant's claims is simply a polymeric, particularly polyurethane, film, which is 
taught by Welch et al. The fact that the applicant's polyurethane film was obtained 
from a latex (i.e., an aqueous medium) while the polyurethane film of Welch et al. 
was obtained by a different method does not structurally distinguish the applicant's 
claimed product from the product of Welch et al. Likewise, the film of Welch et al. 
contains any number of various solvents (i.e., a diluent medium) and additives (e.g., 
dyes, photochromic dyes, etc.) (see paragraphs [0057] - [0065] and the examples), 
which together are reasonably interpreted to be an "impregnation composition". In 
the context of the applicant's claimed product, it is irrelevant whether the 
"impregnation composition" is present in the coating composition itself or added to 
the preformed coating because the end product is the same (i.e., a coated 
ophthalmic lens having solvent(s) and additive(s)/dye(s) in the coating). 

25. Regarding the rejections based on Parker et al., the applicant argues that Parker et 
al. merely discloses a coloring process of an ophthalmic lens which includes coating 
a transparent substrate with a resin based colored coating. The applicant states that 
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Parker et al. does not disclose an optically transparent impregnatable thin film. In 
response, Parker et al. clearly teaches that the film transmits light (i.e., is 
transparent) (Col .4, lines 24 - 27 and 51 - 54) and has a thickness in the range 
claimed by the applicant (Col. 6, lines 1 - 3) (i.e., is a "thin film"). Therefore, it 
appears that the applicant is arguing that the film of Parker et al. is not 
"impregnatable". However, as noted by the applicant, the coating of Parker et al. is 
resin based. It is the examiner's position that every resin based film is, to some 
extent, "impregnatable" under the appropriate conditions (e.g., high temperatures, 
long exposure time, the appropriate solvent, etc.). 
26. Regarding the rejections based on Guest et al., the applicant argues that Guest et 
al. does not teach that the film is produced from a polymer material obtained from a 
latex. This argument is not convincing. For example, the film of Guest et al. is 
produced from a polymer material (see Cols.4 - 6, which show the polymeric 
components of the resin coating) in an aqueous suspension (Col.6, lines 26 - 30). 
As such, the film is produced from a polymer material obtained from a latex. 
Alternatively and as noted above, the patentability of a product does not depend on 
its method of production. In this case, Guest et al. teaches a polymeric coating, 
albeit a polymeric coating containing inorganic (i.e., Si) as well as organic 
components. The end product of the applicant's claims is simply a polymeric film, 
which is taught by Guest et al. The fact that the applicant's polymeric film was 
obtained from a latex while the polymeric film of Guest et al. may have been 
obtained by a different method does not structurally distinguish the applicant's 
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claimed product from the product of Guest et al. The applicant also argues that the 
coloring bath of Guest et al. does not appear to contain any retaining agent. In 
response, this argument is not convincing. Guest et al. teaches that the coating 
composition contains a variety of compounds, including a crosslinking agent and a 
tintability enhancing compound (see Cols.7 - 8). Additionally, Guest et al. teaches 
that the dye is absorbed into the coating to tint the coating (Col. 10, lines 40 - 59). As 
such, the dye is "retained" in the coating, and any portion / component of the coating 
composition that keeps the dye in the coating is reasonably considered to be "an 
agent for retaining the additive". 

27. Regarding the 35 U.S.C. 103(a) rejections based on the combination of Farber et al., 
Parker et al., and Goepfert et al., the applicant argues that (1) none of the 
references teaches an "impregnatable thin film" or such film "being produced from a 
polymer material obtained from a (polyurethane) latex, (2) there is not motivation to 
combine the references, as Parker et al. would, at most, suggest forming the primer 
layer from a curable and polymerizable composition containing a colorant and not 
the claimed "impregnatable thin film", (3) Goepfert et al. discloses a process for 
coloring a polyurethane sheet, which is not applicant's claimed "thin film", (4) Farber 
et al. never envisages a tinted impact resistant layer, and (5) there is not reasonable 
expectation of success. 

28. These arguments are not convincing. In response to applicant's arguments against 
the references individually (e.g., Goepfert et al. discloses a process for coloring a 
polyurethane sheet, which is not applicant's claimed "thin film", and Farber et al. 
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never envisages a tinted impact resistant layer), one cannot show non-obviousness 
by attacking references individually where the rejections are based on combinations 
of references. See In re Keller, 642 F.2d 413, 208 USPQ 871 (CCPA 1981); In re 
Merck & Co., 800 F.2d 1091, 231 USPQ 375 (Fed. Cir. 1986). Regarding argument 
(1), Farber et al. teaches a primer layer produced from an aqueous polyurethane 
dispersion (i.e., a latex) and having a thickness in the range claimed by the 
applicant. This is exactly the same coating as that claimed and disclosed bv the 
applicant. As such, if the applicant's coating is "impregnatable", so is the coating of 
Farber et al. For further support of this position, please see Goepfert et al. (Col .3, 
lines 30 - 35), which teaches that a polyurethane material has an open structure and 
contains a colorant "therewithin" after a tinting operation (i.e., is "impregnatable"). 
Regarding (2) and (5), the examiner maintains that there is a motivation to combine 
the references found in the prior art, as well as a reasonable expectation of success. 
Briefly, Farber et al. does not explicitly teach that the polyurethane primer comprises 
an "impregnation composition", specifically a solution or dispersion, in a diluent 
medium, of an additive (e.g., a dye) to be incorporated. However, Farber et al. does 
teach that the protective hard (anti-scratch) coating (i.e., the coating on top of the 
polyurethane latex primer) can be tinted using a tinting bath at elevated 
temperatures, as is known in the art (Col.4, lines 55 - 59). Parker et al. teaches that, 
in the art of producing coated, tinted ophthalmic lenses (i.e., a process analogous to 
that of Farber et al.), either (1) the primer coating on the lens can be tinted and then 
coated with an untinted hard coating, or (2) the primer coating on the lens can be 
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untinted and then coated with a tinted hard coating (as taught by Farber et al.) 
(Col .5, lines 1 - 6). In other words, Parker et al. teaches the functional equivalence 
of (1 ) tinting the primer coating (i.e., the "impregnatable thin film", as claimed by the 
applicant) and (2) tinting the hard top coating that overlies the primer coating (as 
taught by Farber et al.). The tinting material taught by Parker et al. comprises a 
solution or dispersion, in a diluent medium, of a dye (i.e., an additive) to be 
incorporated into the coating(s) (Col .5, lines 36 - 67, Col.7, lines 39 - 67, and Col.8, 
lines 1 - 8). Additionally, Parker et al. teaches that utilizing a tinted primer layer and 
a clear overiayer gives the impression of a deeper hue and higher gloss, which is 
desirable in some instances (Col.2, lines 44 - 54). Goepfert et al. teaches that, in the 
art of tinting polyurethane coatings on ophthalmic lenses, the tinting process is 
typically carried out by impregnating the coating with a solution or dispersion of a 
dye in a diluent medium (Col.3, lines 51 - 68, Col.4, and Col.5, lines 1 - 43). At the 
very least, one of ordinary skill in the art would have been motivated to impregnate 
the polyurethane latex primer coating of Farber et al. with an "impregnation 
composition" comprising a solution or dispersion of a dye in a diluent medium (so 
that the coating comprises the "impregnation composition"), as taught by Goepfert et 
al., in order to obtain similar results, regardless of whether the primer coating is 
tinted (as taught by Parker et al. and claimed by the applicant) or the hard top- 
coating is tinted (as taught by Farber et al.). In other words, since Parker et al. 
teaches that a lens can be tinted by either tinting the top coating or tinting the primer 
coating and then applying an untinted top coating, it would have been obvious to one 
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of ordinary skill in the art to tint either layer of the lens. Additional motivation to tint 
the primer layer is found in Parker et al.'s teaching that utilizing a tinted primer layer 
and a clear overlayer gives the impression of a deeper hue and higher gloss, which 
is desirable. One of ordinary skill in the art would have had a reasonable expectation 
of success in using an impregnation composition to tint the polyurethane primer of 
Farber et al. because Goepfert et al. explicitly teaches that such a tinting operation 
works for polyurethane coatings on spectacle lenses. Additionally, one of ordinary 
skill in the art would have been motivated to use an impregnation composition such 
as that of Goepfert et al. to tint the primer of Farber et al. because such a tinting 
process has the following advantages: (1 ) produces a homogeneous tint, (2) fixes 
the colorant within the coating, and (3) has the ability to control the level of tint 
(based on immersion time) (Col.3, lines 22 - 35, Col.5, lines 38 - 43). 

Conclusion 

Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 
§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
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shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Wesley D. Markham whose telephone number is (571 ) 
272-1422. The examiner can normally be reached on Monday - Friday, 8:00 AM to 4:30 
PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Tim Meeks can be reached on (571 ) 272-1423. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 




Wesley D Markham 
Examiner 
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